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^^^^J^ Assistant Commissioner for Patents 

Washington D.C. 20231 ^ 

Sir: 

The Examiner's Answer ("Answer") dated June 28, 2002, has been received 
and its contents noted. In response thereto, Appellants wish to reply to the 
arguments made by the Examiner in Paragraph 1 1 . Sections 1 and 2 of the Answer. 



\ hereby certify that this cx)rrespondence is being deposited 
with the United States Postal Service as first dass mail in an 
enveloped addressed to: Assistant Commissioner for 
Patents, Washington, D.C. 20231 August 28. 2002 

Date 



REMARKS 

In Paragraph 1 1 . Section 1 of the Answer, the Examiner argued that United 
States Patent No. 5.714.428 (" Le-Khac ") specifically recites the use of a 
polycarbonate and that the carbonate Is ". . . only one of nine polymers being recited 
as preferred catalysts of the invention." The Examiner's statement is incorrect. 

Le-Khac actually discloses that preferred f unctionalized polymers which are 
useful In his invention have the following general formula: 

-(CR'-CH)n- 
I 

A 

wherein R' Is hydrogen, -COOH, or a C1-C5 alkyi group and A is one or more 
functional groups selected from the group consisting of -OH, -NH2, -NHR. -NR2. 
-SH. -SR. -COR, -ON. -CI. -Br. -C6H4 -OH. -C6H4-C(CH3)20H, -CONH2, 
-CONHR, ~CO-NR2. -OR. -NO2, -NHCOR, -NRCOR, -COOH, -COOR. -CHO, 
-OCOR. ~COO-R-OH. -SO3H, -CONH-R-SO3H, pyridinyl, and pyn-olidonyl, in 
which R Is a Ci -C5 alkyI or alkylene group and n has a value within the range of 
about 5 to about 5,000. See Le-Khac . column 4, lines 29-46. Clearly, Le-Khac 
discloses many more than nine (9) preferred polymers which are useful in his 
invention. 

Simply because Le-Khac discloses that preferred polymers useful in his 
invention have the above-referenced formula does not mean that Le-Khac has 
provided a teaching or motivation for the selection of a specific compound (i.e.. a 
polycarbonate) having that general formula. See, for example, Fujikawa v. 
Wattanasin . 39 U.S.P.Q.2d 1985, 1905 (1996) which states that ". . . simply because 
a moiety is listed as one possible choice for one position does not mean there Is 
support for every species or sub-genus that chooses that moiety." 

In Paragraph 1 1 , Section 2 of the Answer, the Examiner argued that ". . . the 
list of functionalized polymers provided by Le-Khac would not require undue 
experimentation because Le-Khac discloses polycarbonate as one of only nine 
preferred species." As mentioned above, Le-Khac discloses many more than nine 
(9) preferred polymers which are useful in his invention. 
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Additionally, Appellants wish to remind the Board that there is an "inherent 
mystery" surrounding the unpredictability of the performance of catalysts and that 
catalytic activity cannot be forecast by the chemical composition of a catalyst, for 
catalytic activity is not understood and is not known except by actual testing. See 
Mobil Oil Corp. v. W,R, Grace Co. , 180 U.S.P.Q. 418 (1973); Corona Co. v. Dovan 
Cote.. 276 U.S. 358 (1928); tn re Doumani . 126 U.S.P.Q. 408 (1960). The fact that 
the art of catalysis is so unpredictable led the Court of Customs and Patent Appeals 
to hold that a prior art patent which disclosed the use of more than thirty metals 
suitable for use as catalysts, including platinum and rhodium (Group VII metals), did 
not render obvious applicants' invention which claimed rhodium for use as a catalyst 
because the record did not indicate that there was a likelihood that platinum and 
rhodium are equivalent. See In re Doumani . 126 U.S.P.Q. 408 (1960). 

Appellants contend that, given the unpredictable nature of catalysis, after 
reading Le-Khac . the skilled artisan would have had to pick and choose from the 
numerous preferred functionalized polymers disclosed by Le-Khac in order to "arrive 
at" Appellants' claimed invention, i.e., a double-metal cyanide catalyst composed of 
a polycarbonate which has increased activity and substantially reduced induction 
times. 

CONCLUSION 

For these reasons and those discussed at length in their Appeal Brief, 
Appellants maintain their position that the Examiner's rejections are improper. 
Appellants respectfully request that the Board reverse the Examiner's rejections of 
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Claims 1-7 and 9 under 35 U.S.C. § 103(a) in view of Le-Khac and enter allowance 
of these Claims. 



Bayer Corporation 
100 Bayer Road 

Pittsburgh, Pennsylvania 15205-9741 
(412) 777-8367 

FACSIMILE PHONE NUMBER: 
(412) 777-8363 

s:/sr/0087 



Respectfully submitted, 




Carolyn M. Sijgane 
Agent for Appellants 
Registration No. 44,339 
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